
APPLICATION NO. 
10/086,118 



FILING DATE 
02/26/2002 



<«■ S ta t e V 1 \a t ent and T r d °™MER^ 
^ V T^ 22313-1450 



J^RST NAMED INVENTOR 
G. Scott Herron 



7590 08/22/2003 

Lisa A. Amii 
Morrison & Foerster LLP 
755 Page Mill Road 
Palo Alto, CA 94304-1018 



464362000320 



2762 



EXAMINER 



CHEN, SHIN LIN 



ART UNIT 



PAPER NUMBER 



1632 

DATE MAILED: 08/22/2003 



e 



Please find below and/or attached an OffW 

Office co_, on conceming this appijcation ^ proceeding 



BEST AVAILABLE COPY 



Adoo aiaviivAv isaa 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

10/086,118 
Examiner 



Shin-Lin Chen 



Applicant(s) 

HERRON, G. SCOTT 



Art Unit 

1632 



Period for" i^f^^^ 

" ^Te)°& " « -n, however, may a reply b e timely fi ,ed 

- Failure to reply within the set or extended period for repfy w IbVstaTute a U se he a o o cX*. l ^ "TJ" 5 " 0m ,he mai " n 9 date of < his ^munication 

- Any reply received by the Office later than three months after the mala tilt m Si ™ ° beC ° me ABAND0N ED (35 U.S.C § 1 33) 
earned patent term ad,ustment See 37 CFR 1 704(b) communication, even if timely filed, may reduce any 

Status 

1 )□ Responsive to communication(s) filed on 

2a)Q This action is FINAL. 2 b)D This action is non-final 

4) 0 Claim(s) U46 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) ±46 are subject to restriction and/or election requirement 
Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a) D accepted or b)D objected to by the Examiner 

Apphcant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

)□ The proposed drawing correction filed on is: a) D approved b) D disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C § 1 19(a)-(d) or If) 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No 

^ C Tp,^^^ -ived in this National Stage 

See the attached detailed Office action for a list of the certified copietnot received 
14)D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

i^ru 7 T ! anS ' ati0n ° f ,he f ° rei9n ' angUa9e provisional a PP' ic ation has been received 
ISO Acknowledgment is made of a claim for domestic priority under 35 U.S.C §§ 12oTnd or 121 

Attachment(s) " " « anuiui i^i. 

1 ) □ Notice of References Cited (PTO-892) n 

2) □ Notice of Draftsperson's Paten* Drawing Review (PTO-948) H HoZ^ f^f™' ^ ^ ' 

3) □ Information Disclosure S.atemen.(s) (PTO-1449, Paper No(s) 6) Q Zer APP ' iCat '° n (PT °" 152> 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 04-01) 



Office Action Summary r-j , , _ 

7 Part of Paper No. 6 



Application/Control Number: 10/086,118 

Art Unit: 1632 PagC 
I. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

' C ' aimS M6 ' 26 « 28 " 32 ' 34 and 36 > drawn to a composition of endothelial cells 
comprising immortal microvascular endothelial cells comprising a expression 
cassette encoding telomerase in vitro, and a method of making said composition 
in vitro, classifiable in classes 424 and 435, subclasses 93.21 and 373. 
N. Claims 17-25 and 27-40, drawn to a composition of endothelial cells compnsing 
immortal microvascular endothelial cells comprising a expression cassette 
encoding telomerase in vivo, and a method of making said composition in vivo, 
classifiable in classes 424 and 435, subclasses 93.21 and 373. 
HI- Claims 41 and 42, drawn to a method that demonstrates neovascularture formed 
in vivo by using genetic marker detectable by a digital imaging system, classified 
in class 435, subclass 4. 

IV. Claims 43 and 44, drawn to an elated graft compnsing the cells of claim 1 and a 
method of treating atherosclerosis by implanting said graft, classified in class 435, 
subclass 1.1. 

V. Claims 43 and 45, drawn to an isolated graft comprising the cells of claim 1 and a 
method of treating tumors by implanting said graft, classified in class 435, 
subclass 1.1. 

VI. Claims 43 and 46, drawn to an isolated graft comprising the cells of claim 1 and a 
method of enhancing wound healing by implanting said graft, classified in class 
435, subclass 1.1. 
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Claims 28-32, 34 and 36 link(s) inventions I and II. Clam, 43 links inventions IV-V1. 
The restriction requirement between the linked inventions is subject ,„ the nonallowance of the 
linking elaim,s), elaims 28-32, 34, 36 and 43. Upon the allowance of the linking claim(s), the 
restriction requirement as to the linked mventions shall be withdrawn and any claim(s) 
depending from „ otherwise including a|| , he |imilatjons rf ^ ^ ^ ^ 

be entitled ,„ examination in , he inslant app , icatio , App|icam(s) ^ ^ ^ , f ^ ^ 
claitn(s) depending from or including all the limitations of the allowable linking clatm(s) is/are 
presented in a continuation or divisional application, the claims of the continuation or divisional 
application may be subject to provisional statutoty and/or nonstatutory double patenting 
rejections over the claims of the instan, application. Where a reaction requiremen, is 
withdrawn, the provisions of 35 U.S.C. 121 are no longer applicable. See /„ „ Ziegkr, 44 F.2d 
1211, 1215, I70USPQ 129, 131-32 (CCPA 1971). See also MEP. § 804.01, 

The inventions are distinct, each from the other because of the following reasons: 

Groups I and II are distinct from each other because they are drawn to different scientific 
considerations: group I is directed to a composition of endothelial cells, forming mtcrovascular 
structures in vitro and a method making said composition in vitro, however, group II is directed 
.0 a composition of endothelial cells, forming microvascular structures in vivo and a method 
making said composition in vivo. The in vitro and in vivo microenvironments differ 
dramatically from each other where the in vitro environment is well controlled bu, the in vivo 
envtronment has numerous unpredictable factors that can affect making of a cell composition 
and formation of a microvascular structure Forming human microvascular structure in vitro and 
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in vivo differ a, leas, ,„ me.hod s.eps, rcagen.s and.or dosages used, response variables, and 
criteria for sueces, Thus, they require separate search and deenred patently distinct. 

Groups l-„ and group II] are distinct from each other because they are drawn ,„ different 
methods that differ a, leas, in objectives, method steps, reagents and/or dosages used, sehedu.es 
used, response vanahles, and criteria for success. They have differen, classifications and require 
separate search. Thus, groups MI and group 1,1 are patentaWy distinct from each other. 

Groups ,V-VI are distinct from each other because they are drawn ,„ differen, sciennfic 
considerations: Pathology of atherosderosis, tumor and wound healing differ from each o,her, 
therefore, .rearing those diseases require separate considerations. They are methods that differ a, 
leas, in objectives, me.hod steps, reagents and/or dosages used, schedules used, response 
variables, and criteria for sueeess. Thus, groups IV-VI are pa.entabiy dist.net from each other. 

Groups MI, group I„ and groups IV-V. are dis.inc. from each other because ,hey are 
drawn ,„ materially distinct methods wh.ch differ a, leas, in objectives, me.hod s.eps, reagems 
and/or dosages, schedu.es used, response variables, and enteria for success. They have d.fferen. 
classifications and require separa.e search. Thus, groups MI, group HI and groups ,V-VI are 
patentably distinct. 



Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the an because of .heir recognized divergen, subjee. ma„er and as shown by 
.heir differen, classification, resfrie.ion for examination purposes as indiea.ed is proper. 
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Applicant is advised that the reply to this requirement to be complete must inc.ude an 
election of the invention to be examined even though the requirement be traversed (37 
CFR 1.143). 

Applicant is reminded tha, upon ,he cancellation of claims ,„ a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of a, leas, one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1 .48(b) and by the fee required under 37 CFR 1 . 1 7(1). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed ,„ Shin-Lin Chen whose telephone number is (703, 305-1678. The 
examiner can normally be reached on Monday ,„ Friday from 9:30 am to 6 pm. 

If attempts to reach the examiner by telephone are unsuccessful, ,he examiner's 
superior, Deborah Refolds can be reached on (703, 305-4051. The fax phone number for 
this group is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-01 96. 



Shin-Lin Chen, Ph.D. 




